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THE PERIOD FOR RESPONSE: [check only a) or b)] 

a) □ expires ^ months from the mailing date of the final rejection. 

rejection. 

caSled from the date of the originally set shortened statutory period for response or as set forth in b) above. 

m Appellant's Brief is due two months from the date of the Notice of Appeal filed —^^^A^j^^ 1°^ ^'^^'^ 

S for response set forth above, whichever is later). See 37 CFR 1.191(d) and 37 CFR 1.192(a). 
Applicant's response to the final rejection, filed on Aug 3. 2000 has been considered with the following effect, 
but is NOT deemed to place the application in condition for allowance: 

Kl The proposed amendment(s): 

H will be entered upon filing of a Notice of Appeal and an Appeal Brief. 
□ will not be entered because: 

□ they raise new issues that would require further consideration and/or search. (See note below). 

□ they raise the issue of new matter. (See note below). 

□ they are not deemed to place the application in better form for appeal by materially reducing or simplifying the 
issues for appeal. 

□ they present additional claims without cancelling a corresponding number of finally rejected claims. 

NOTE: . • ^ 



□ Applicant's response has overcome the following reiection(s): 



r-^ ^ A A would be allowable if submitted in a 

□ Newly proposed or amended claims ^^^^ ^ 

separate, timely filed amendment cancelling the non-allowable claims. 

H The affidavit, exhibit or request for reconsideration has been considered but does NOT place the application in condition 

for allowance because: 

see attachment ^ — ~ ' " 



□ The affidavit or exhibit will NOT be considered because it is not directed SOLELY to issues which were newly raised by 

the Examiner in the final rejection. 
m For purposes of Appeal, the status of the claims is as follows (see attached written explanation, if any): 

Claims allowed: . ■ ~ ~ 



Claims objected to: 



Claims rejected: 1-5 and 35-37 



□ The proposed drawing correction filed on !=has Dias not been approved by the Examiner. 

□ Note the attached Information Disclosure Statement(s), PTO-1449, Paper No(s), 

□ Other 
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ATTACHMENT TO ADVISORY ACTION 



Applicant's arguments have been fully considered but they are not persuasive. The claims 
remain rejected for the reasons of record. In response to applicant's argument that the 
examiner's conclusion of obviousness is based upon improper hindsight reasoning, it must be 
recognized that any judgment on obviousness is in a sense necessarily a reconstruction based 
upon hindsight reasoning. But so long as it takes into account only knowledge which was within 
the level of ordinary skill at the time the claimed invention was made, and does not include 
knowledge gleaned only from the applicant's disclosure, such a reconstruction is proper. See In 
re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 1971). In response to applicant's 
argument that there is no suggestion to combine the references, the examiner recognizes that 
obviousness can only be established by combining or modifying the teachings of the prior art to 
produce the claimed invention where there is some teaching, suggestion, or motivation to do so 
found either in the references themselves or in the knowledge generally available to one of 
ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and In 
re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). The applicant has argued that the 
prior art does not provide the motivation to make the claim designated cell line, however the 
prior art does provide a stat null allele animal and the motivation and technique for making cell 
lines from a transgenic animal. The references render obvious the claimed invention. 



